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Appl. No. 10/667^ 

Amdt dated June 5, 2008 

Reply to Office Action of Marah 19. 2007 



Remarks - 

The present response replies to the final Official Action dated February S. 20n« a 
petition for a one month extension of time and authorization to charge our credit card accompany 
this response. "Die Official Action stated that the reissue declaration filed with the appUcation 
was defective, citing 37 OF>R 1 '175(3X1) and MPEP § 1414 with specific reference to MPEP 
1414 n (b) and (c). The Official also rejected claims 26-53 under 35 U.S.C. 102(e) based on 
Swartz et al. U.S. Patent Publication No. 2003/0132298 (Swartz). The Official Action indicated 

that claims 1-25 would be allowable ifbased on a proper reissue declaration. The grounds of 
rejection are addressed below. 

Claims 26-29, 32-35. 37-42, 44-47. 49-53 have been previously amended to be more 
clear and distinct. Claims 1-53 are presently pending. 
CLAIM STATES 

Original claims 1-25 are unchanged. 

Claims 26-53 were previously added and are unchanged by the present Amendment 
Claims 26-29, 32-35. 37-42. 44-J7 and 49-53 were previously amended. The support for those 
amendments was set forth in the amendment filed September 18, 2007. 
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Appl.No. 10/667,246 

Amdt. dated June S, 200S 

Reply to Office Actkm of March 19, 2007 



The Objection to the Reissue Declaration 

This objection has been discussed with Examiner Labaze and Examiner Laballe and a 
draft declaration has been faxed to Mr. Laballe for his review. Upon finalizing die declaration, it 
will be signed by the inventor in Europe and filed. 
The Alt Rejections 

All of the art rejections hinge on the application of Swartz. As addr^jssed in greater detail 
below. Swartz is not prior art and the reliance thereupon should be reconsidered and withdrawn. 
Further, the Applicant does not acquiesce in the analysis of Swartz made by the Official Action 
and respectfully traverses the OfBcial Action's analysis underlying its rejections. 

The Official Action rejected claims 26-53 under 35 U.S.C. 102(e) based on Swartz. 
As an initial matter. Examiners Paik and Labaze are thanked for clarifying by phone that 
the Swartz item referred to in the Official Action as "Swartz 2003" is US Patent Publication No 
2003/0132298. It is noted that there are a great many Swartz patents and publications such that 
clarification was required to determine which item the Official Action relied upon. 

Additionally, it is noted that Swartz is not prior art under 35 U.S.C. 102(e) as it is based 
on U.S. Application Serial No. 09/990.597 filed November 21. 2001 whUe the present reissue of 
U.S. Patent No. 6,296,185 is based on U.S. Application Serial No. 09/423,639 filed November 2, 
1 999, more than two years previously. 

It is further noted, however, that the Swartz application claims to be a conttauation-in- 
part of US. Application Serial No. 09/487,923 filed on January 19, 2000 which is in turn said to 
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Appl. No. 10/667.246 

Ajndt. dated June 5, 2008 

Reply to Office Action of Man* 1 9, 2007 

be a division of U.S. Application Serial No. 08/866,690 filed on May 30, 1997 and now 
abandoned. Further, earlier CIP relationships are also recited on the face of Swartz. 

It appears that U.S. Application Serial No. 09/487,923 filed January 19, 2000 issued on 
May 9, 2006 as U.S. Patent No. 7,040,541, and if it is truly a divisional of U.S. Application No. 
08/866,690 filed May 30. 1 997, may be properly relied upon under 35 U.S.C. 102(e). The 
Examiner is urged to obtain a copy of U.S. Application No. 08/866,690 and confmn its 
correspondence to the disclosure of U.S. Patent No. 7,041,541 before proceeding farther. If the 

tviro correspond, then the Examiner is requested to rely upon and apply U.S. Patent No. 7,040,541 

if he chooses to do so. ' 

While the part of Swartz common to U.S. Patent No. 7.040,541 is prior art so long as 

US. AppUcation Serial No. 09/990,597 is in fact a division of U.S. Application Serial No. 

08/866,690 filed May 30. 1997. it is submitted that the myriad differences between Swartz and 

U.S. Patent No. 7,040,541 make isolating the common parts unduly burdensome and an 

impractical basis for further examination. 

In the interest of expediting prosecution, it is noted that U.S. Patent No. 7,040,541 at col. 

1 5, Unes 30-56. states that a central host may "maintain a file of the customer's prior purchase 

records, and detect correlation of purchased items." It also addresses display of a message 

"dependent on 



'l A^^ iT^ "7? "^j? comparison of Swartz and U.S. Patent No. 7.040.54 1 has been made, the patent lacks Figs 
the two disclosures may also be rapidly noticed. oiiicrences oeiween 
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Reply to Office Action of March 19, 2007 

the customer's transaction list and prior purchasing history." However, as addressed in greater 
detail below this display does not appear to meet the terms of the present claims. 

Claim 26, as previously amended, addresses a method of operating a retml terminal in a 
self-rcheckout transaction. That method comprises scanning an item for purchase into a retail 
terminal, displaying item information associated with said item for purchase on a display monitor 
in response to scanning said item, and displaying a customer-specific retail message on said 
display monitor, contemporaneously with displaying said item information, the customer- 
specific retail message being based oh previous purchase information stored in a customer 
profile, (emphasis added) The limitations of claim 26 are not taught and are not made obvious 
by U.S. Patent No. 7,040,541. 

U.S. Patent No.. 7,040,541 is titled 'Tortable Shopping and Order Fulfilhnent System". 
As stated by its Abstract, it relates to "improved order fulfilhnent" utilizing a portable terminal, 
such as the ones illustrated in Figs. 2, 5, 1 1 and 12 and discussed at coL 7, line 5 1-col. 9, line 67. 
In a disclosed embodiment of its operation, a customer receives a portable terminal from a 
dispenser unit 230 upon entering a retail facility. As the customer proceeds through the retail 
facihty, the bar code reader 240 of the terminal records purchases. Upon scanning, product 
information is displayed. Once the customer has completed product selection, the customer 
returns the bar code reader to the dispenser 230. CoL 9, lines 17-19. 

Upon return of the bar code reader 240, information collected with the bar code reader is 
processed by a central processing unit and a ticket for the items is issued to the customer firom a 
printer 232. Col. 9, lines 20-24. Alternatively, a card reader and data entry device are provided 
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3..c«h,.gi^i75.0nceU,.cen»a>p™u„i.hass«c^«.Uyr«i.vca«.ec«om. 

pay for the piodacls. Col. 9, lines 45-51. 

Wha.U.S. Patent No. 7,040^41 doea address various aspects of self s«vic= cheekou. 
^,tadisp..yofavarie.yoftafon««ion.I.do.sn„..ppear.o>i»..heccn«mpo»«o»s 

disp.a,ofao^u>mer-speciflcdispUyb^o„pr=vious purchase infiKmationstoredta 
customerpromc co«empo.a„.ou.ly»id> display. fi«m iotormatio. dUplayed in responseto 
scanning the it«., CUim 26. ««ref„,. define, over US. P«en.No. 7.040.54. and s.„u.d be 

allowed. 

With slight variations in wording, daitns 34. 35. 37. 46. 47. and 49 all address displaying 
acnston»-apecificretailme.sageba^onprcvionspu.h.sei.<bnnatio„s.o.edinac«^^ 
p^fileconten^eonslyvrith display of itenvinforntation generated asaresul. of entering™ 
iten, for purchasebyacus.on>er.Asno.ed above withrespect to cto26.«.eseclaim=dfe«»r.s 
are nottaugh. and are™,. „«deobviousbyU.S.Pa.e„.No.7.040.541,Claims34. 35.37.46. 47, 

and 49 therefore should be allowed. 

Claims 28. 38, 40 and 45 all address displaying a customer-specific retail message based 
on previous pun;hase information and displaying information associated with an item for 
purchasegeneratedbyscanningorenteringtheitemforpuxchase. Claims 27. 29, 32, 39. 41. 42 
and44aUspecifythatthedisplayediteminformationincludes"anitemprice^^^ 
description" which are contemporaneously displayed with a customized reta^^ 
Patent No. 7.041.541 does not appear to teach this claimed contemporaneous display. 
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Conclusion 

All of the presently pending claims, as amended, appearing to define over the applied 
references, withdrawal of the present rejection and prompt allowance are requested. 




Peter H. Priest 
Reg. No. 30^10 



Priest & Goldstein, PLLC 
5015 Southpark Drive, Suite 230 
Durham, NC 27713-7736 
(919)806-1600 
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